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DETAILED ACTION 

1 . This office action is in response to communication filed on 1 0/1 8/201 0. 

2. Claims 1-10, 1 2-21 , 31 -69 and 71 -73 are pending on this application. Claims 1 9- 
21 and 31-65 are withdrawn. Claims 1-10, 12-18, 66-69 and 71-73 are presented for 
examination. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-10,1 2-1 8, 66-69 and 71 -73 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Kay (WO 00/38074 hereinafter) in view of Subramanian al. 
(2002/0123912 hereinafter Subramanian). 

With respect to claims 1 , 9, 68, Kay teaches a computerized system for 
generating an advertisement grouping comprising a first plurality of advertisements 
based on advertisement rankings associated with the first plurality of advertisements 
(i.e. determining view-ups based on bids)(Figure 1); 

storing the advertisement in association with a network-based locator as being 
an up-to-date advertisement grouping for a specific distribution subject (see 16A); 

generating a modified advertisement comprising a second plurality of 
advertisements if the advertisement rankings change as compared to the advertisement 



Application/Control Number: 10/647,1 16 Page 3 

Art Unit: 3682 

rankings on which the generation of the advertisement was based (i.e. as new view-up 
advertisement become available, the system compares the new view-up to other bids in 
order to select the highest bids)(see Figure 3A and page 16, lines 2-5); 

storing the modified advertisement in association with the network- 
based locator as being the up-to-date advertisement for the specific distribution subject; 
receiving a request for an advertisement associated with the network-based locator; and 
in response to receiving the request, transmitting the up-to-date advertisement grouping 
stored in association with the network-based locator (see Figure 3B). 

With respect access indication means for receiving a request for the 
advertisement image associated with the network-based locator for inclusion in an 
electronic document and advertisement image generation including ranking means for 
generating advertisements ranking/ re-raking and storing the highest ranked 
advertisements and the modified advertisements image (i.e. Kay teaches inserting the 
new ads images for inclusion on the website, based on the ranking and storing the 
advertisement image in order for later display)(see Figures 3A, 3B and page 16, lines 2- 
5). 

Subramanian teaches access indication means for receiving indication of a user 
accessing an electronic document, wherein the electronic document includes the 
network-based locator (Subramanian teaches on paragraph [01 13] "In use the 
contextual advertisement and the contextual affiliate link software and hardware 
provides an infrastructure that provides contextual presentation of the advertisements 
and links. As an example, if Hewlett-Packard ("HP") is the Service Provider 16 which is 
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using contextual advertisement, HP will define the rules for when its advertisement 
should be shown. If HP defines a rule that targets the selling of HP printers with 
Compaq computers, then when a user looks at a page with Compaq computers, the 
appropriate HP advertisement 1 28 will be shown as illustrated in FIG. 12. In another 
example, assume that Barnes and Noble is the Service Provider who has and affiliate 
program and CNET signs up to be Barnes and Noble's affiliate site. Then Barnes and 
Noble can defines a rule that an affiliate link for books on "PC Computers" should be 
shown when a user is looking at Dell computers. As a result, when a user looks for Dell 
computers at CNET, IF the appropriate advertisement and affiliate link 130 for Barnes 
and Noble is shown as illustrated in FIG. 13"). It would have been obvious to a person 
of ordinary skull in the art at the time of Applicant's invention to have included in the 
system of Kay the teachings of Subramanian of access indication means for receiving 
indication of a user accessing an electronic document, wherein the electronic document 
includes the network-based locator in order "to allow users to focus on what they 
want, allow service providers to focus on what they offer, and alleviate the effort 
currently required on both sides to find each other" ((Subramanian, paragraph 
0003). 

With respect to claims 2, 4, 6-8, Kay further teaches a bid representing an 
amount to be paid for click-throughs by end-user recipients to target site associated with 
the advertisement (i.e. advertisers entering a "bid" which is the amount of money that 
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the advertisers pay when a user clicks on their listing)(page 12, lines 18-24 and page 
14, lines 5-7). 

With respect to claims 3, 5 Kay further teaches grouping advertisements based 
on the highest revenue efficiency (page 14, lines 9-20). 

Claims 1 0-1 8, 71 -73 further recite providing an electronic document including a 
link to the network based locator without providing the advertisement image. 
Subramanian teaches providing affiliate link 130 and the user having to click on the link 
in order to open the advertisement image. It would have been obvious to a person of 
ordinary skill in the art at the time of Applicant's invention to have included recite 
providing an electronic document including a link to the network based locator without 
providing the advertisement image because such a modification would redirect the 
surfer to another web page without revealing the content of the link. 

With respect to claims 66-67, Kay further teaches the advertisements are 
identified in corresponding portions of the graphical image by an HTML image map (see 
page 7, lines 22-24). 

Claim 69 further recites that the electronic document is an email. Official Notice 
is taken that it old and well known for electronic documents to be in the form of e-mail in 
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order to allow recipients to view the electronic information when they please. It would 
have been obvious to a person of ordinary skill in the art at the time of Applicant's 
invention to have included the electronic document being email in order to obtain the 
above mentioned advantage. 



Response to Arguments 

5. The 1 1 2 second rejection has been withdrawn. 

6. Applicant argument: Kay describes a system that evaluates ad rankings when 
an opportunity to display an ad on a web page becomes available. See page 7, lines 
22-25, and page 8, lines 1-10. These viewing opportunities are called "view ops," which 
are not themselves advertisements. See page 7, line 22. In other words, Kay 
determines ad rankings one time when deciding which ads to display, namely "when a 
view-op becomes available." See page 16, line 3. The cited portions of Kay do not 
describe, however, "evaluating current advertisement rankings of the first plurality of 
advertisements for changes" and "if there are changes in the advertisement rankings, 
initiating the advertisement image identification means to identify a modified 
advertisement image." In contrast, the cited portions of Kay do not teach or suggest 
comparing previously calculated rankings. Kay simply recalculates rankings when a 
page viewing opportunity ("view op") presents itself. Kay describes comparing current 
bids when a viewing opportunity presents itself, but Kay does not describe evaluating 
rankings for changes in the advertisement rankings in order to identify a modified 
advertisement image. Therefore, Applicant respectfully submits that the cited 
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portions of Kay do not describe these features of amended claim 1 . Neither does 
Subramanian. 

7. Examiner response: The Examiner respectfully disagrees with Applicant and 
wants to point out to In re Bozek, 163 USPQ 545 (CCPA 1969) Reference disclosure 
must be evaluated for all that it fairly suggests and not only for what is indicated as 
preferred. Applicant is concentrating in one embodiment of the reference and over 
looking other teachings and embodiments. Kay teaches on page 8, lines 5-9 It 
compares various bids from bidding agents 30 in order to determine which 

advertisement to display It sends the appropriate advertisement from data base 16A 

to browser 11". Also Figure 1 teaches constant ads bidding agent bidding on the ads in 
order for the system to determine which ads image to present. And in addition page 10, 
lines 9-21 evaluating advertisements proposed bids in microseconds, that is, in real time 
to determine the ads image to display and advertisers being able to change their bids in 
microseconds. Changes in the advertiser's bids will result in changes/modification of 
the advertisements image to be displayed. As can be seen by the recitation of Kay 
above, changes to the bidding and ranking of the ads are determined in order to 
determine which advertisements image to display based on the advertisements 
biddings/rankings. 
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Point of contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RAQUEL ALVAREZ whose telephone number is 
(571)272-6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Namrata (Pinky) Boveja can be reached on (571)272-8105. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Raquel Alvarez/ Raquel Alvarez 

Primary Examiner, Art Unit 3682 Primary Examiner 

Art Unit 3682 

R.A. 
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